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DETAILED ACTION 

Information Disclosure Statement 

The information disclosure statements filed on 03/22/2004 and on 04/30/2007 
fails to comply with 37 CFR 1.98(a)(2), which requires a legible copy of each cited 
foreign patent document; each non-patent literature publication or that portion which 
caused it to be listed; and all other information or that portion which caused it to be 
- listed. It has been placed in the application file, but the information referred to therein 
has not been considered. 

These documents have not bee found in the parent case serial number 
09/444044. 

Drawings 

The drawings are objected to because: 

a) Figure 1 should be designated by a legend such as -Prior Art- because only 
that which is old is illustrated (see page 2 line 14 to page 3 line 14). See MPEP 

§ 608.02(g); and 

b) The drawings are objected to as failing to comply with 37 CFR 1 .84(p)(4) 
because reference characters "204" and "700" have both been used to designate 
wireless modem. 

Corrected drawing sheets in compliance with 37 CFR 1 .121(d) are required in 
reply to the Office action to avoid abandonment of the application. Any amended 
replacement drawing sheet should include all of the figures appearing on the immediate 
prior version of the sheet, even if only one figure is being amended. The figure or figure 
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number of an amended drawing should not be labeled as "amended." If a drawing figure 
is to be canceled, the appropriate figure must be removed from the replacement sheet, 
and where necessary, the remaining figures must be renumbered and appropriate 
changes made to the brief description of the several views of the drawings for 
consistency. Additional replacement sheets may be necessary to show the renumbering 
of the remaining figures. Each drawing sheet submitted after the filing date of an 
application must be labeled in the top margin as either "Replacement Sheet" or "New 
Sheet" pursuant to 37 CFR 1.121(d). If the changes are not accepted by the examiner, 
the applicant will be notified and informed of any required corrective action in the next 
Office action. The objection to the drawings will not be held in abeyance. 

Specification 

The disclosure is objected to because of the following informalities: 

a) The recitation in page 1 line 19 "GSM modems" is improper, because this 
acronym has not been introduced previously; it is suggested to be changed to "Global 
system for mobile communications (hereinafter "GSM")" (see page 7 lines 6-7) 

b) The recitation in page 7 lines 21-22 "wireless modem 208" is improper (see 
figure 2); it is suggested to be changed to "wireless modem 208" (see page 7 line 6); 

c) The recitation in page 8 lines 1-5 "No special programming is required, 
however, on the head-end server 216, as only the ASCII strings that comprise a 
standard SMS message need to be modified (as will be apparent in the description 
below, in particular with reference to Table 1)" is improper because it is not properly 
constructed; it is suggested to be changed to "No special programming is required, 
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however, on the head-end server 216, only the ASCII strings that comprise a standard 
SMS message need to be modified (as will be apparent in the description below, in 
particular with reference to Table 1)" (emphasis added); 

d) The recitation in page 10 lines 3-11 "After either step 316 or step 320, the 
initial processing terminates. It is noted, however, that processing likely involves further 
steps or specific functions that don't involve the actual handoff or identification of 
inbound SMS messages. Since such specific processing steps are generally beyond 
the scope of the invention, they are not further detailed hereinafter, rather, in step 516 it 
is simply noted that the wireless modem processes the SMS message appropriately" is 
improper because it is not properly constructed; it is suggested to be changed to "After 
either step 316 or step 320, the initial processing terminates. It is noted, however, that 
processing likely involves further steps or specific functions that don't involve the actual 
handoff or identification of inbound SMS messages. Since such specific processing 
steps are generally beyond the scope of the invention, they are not further detailed 
hereinafter, rather, in step 316 it is simply noted that the wireless modem processes the 
SMS message appropriately" (emphasis added); 

e) The recitation in page 16 lines 7-8 "wireless modem 208" is improper (see 
figure 2); it is suggested to be changed to "wireless modem 204" (see page 7 line 6); 

Appropriate correction is required. 

The use of the trademark "Hayes" (page 1 line 20) and "MAXIM Integrated 
Product" (page 17 line 20) have been noted in this application. It should be capitalized 
wherever it appears and be accompanied by the generic terminology. 
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Although the use of trademarks is permissible in patent applications, the 
proprietary nature of the marks should be respected and every effort made to prevent 
their use in any manner which might adversely affect their validity as trademarks; 

Claim Objections 

Claims 26, 32-49, and 53 are objected to because of the following informalities: 

Regarding claim 26, the use the word "if in line 5 of claim 26 render the claim 
.indefiniteness; it is clear what it happens if the condition is met, but if that condition is 
not met is indefinite (see 35 USC § 1 12 second paragraph). It is suggested to change 
the word "if to "when". 

Regarding claim 32, the use the word "if in lines 5 and 7 of claim 32 render the 
claim indefiniteness; it is clear what it happens if the condition is met, but if that 
condition is not met is indefinite (see 35 USC § 112 second paragraph). It is suggested 
to change the word "if to "when". 

Regarding claims 33-40, they are objected, because they depend directly from 
claim 32 and claim 32 is objected. 

Regarding claim 41, the use the word "if in lines 5 and 7 of claim 41 render the 
claim indefiniteness; it is clear what it happens if the condition is met, but if that 
condition is not met is indefinite (see 35 USC § 1 12 second paragraph). It is suggested 
to change the word "if to "when". 

Regarding claims 42-49, they are objected, because they depend directly from 
claim 41 and claim 41 is objected. 
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Regarding claim 53, the use the word "if in line 5 of claim 53 render the claim 
indefiniteness; it is clear what it happens if the condition is met, but if that condition is 
not met is indefinite (see 35 (JSC § 1 12 second paragraph). It is suggested to change 
the word "if to "when". 

Claim 40 is objected to under 37 CFR 1 .75(c), as being of improper dependent 
form for failing to further limit the subject matter of a previous claim. Applicant is 
required to cancel the claim(s), or amend the claim(s) to place the claim(s) in proper 
dependent form, or rewrite the claim(s) in independent form. The limitations of claim 40 
are already disclosed in claim 32, and the new recitation that a wireless modem 
receives the message from a wireless communication network is inherent to the SMS 
message, because SMS messages come from a wireless network. 

Claim 49 is objected to under 37 CFR 1 .75(c), as being of improper dependent 
form for failing to further limit the subject matter of a previous claim. Applicant is 
required to cancel the claim(s), or amend the claim(s) to place the claim(s) in proper 
dependent form, or rewrite the claim(s) in independent form. The limitations of claim 49 
are already disclosed in claim 41, and the new recitation that a wireless modem 
receives the message from a wireless communication network is inherent to the SMS 
message, because SMS messages come from a wireless network. 

Appropriate correction is required. 

Claim Rejections - 35 USC § 101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 
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Claims 56-60 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. 

Regarding claim 56, claim 56 claims "A data structure in a device-readable 
medium comprising: a short message service message, the short message service 
message i ncluding modem management information " is not statutory, because it is 
claiming a data structure that is not claimed as embodied in computer-readable media , 
and data structures not claimed as embodied in computer-readable media are 
descriptive material per se and are not statutory because they are not capable of 
causing functional change in the computer (see MPEP 2106.01 : see also specification 
page 18 lines 3-7 and claims 15-22 of the parent application serial number 09/444044). 
Claim 56 is claiming a data structure. The medium is in the preamble and the body of 
the claim does not refer back to the medium, therefore we are left just with a data 
structure. Data structures per se are not statutory. 

Regarding claims 57-60, they are rejected, because they depend directly from 
claim 56 and claim 56 is rejected. 

Regarding claim 57, claim 57 is claiming a signal (is claiming a data structure in 
an RF signal, so is a data structure in a signal) and signal "per se" are not statutory 
subject of matter. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
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the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 56-60 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Applicant Admitted Prior Art (AAPA) view of PCCA standard STD-101 Annex f "Data 
Transmission Systems and Equipment - Serial Asynchronous Automatic Dialing and 
Control for Character Mode DCE on Wireless Data Services -Annex F: Miscellaneous 
Commands", PCCA, October 1994, pages 1-10). 

Regarding claim 56, AAPA discloses a short message service message, the 
short message service message (SMS) including information (page 2 lines 14-22). 
AAPA doesn't disclose that the information is modem management information. STD- 
101 discloses in the annex f managing information using AT command for wireless 
modems (pages 1-10). AAPA and STD-101 are analogous art because they are from 
the same field of endeavor of wireless modem. At the time of the invention, it would 
have been obvious to a person of ordinary skill in the art to incorporate in the SMS 
messages disclosed by AAPA the management information disclosed by STD-101. The 
suggestion/motivation for doing so would have been to control the wireless modem 
remotely using a wireless connection. 

Regarding claim 57, AAPA and STD-101 disclose claim 56, AAPA also discloses 
an RF signal (page 2 lines 14-22, figure 1 block 110). 

Regarding claim 58, AAPA and STD-101 disclose claim 56, AAPA also discloses 
a data storage medium (page 2 lines 14-22, figure 1 block 104). 
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Regarding claim 59, AAPA and STD-101 disclose claim 56, STD-101 also 
discloses wireless modem configuration parameters (pages 1-10). AAPA and STD-101 
are analogous art because they are from the same field of endeavor of wireless modem. 
At the time of the invention, it would have been obvious to a person of ordinary skill in 
the art to incorporate in the SMS messages disclosed by AAPA the management 
information disclosed by STD-101. The suggestion/motivation for doing so would have 
been to control the wireless modem remotely using a wireless connection. 

Regarding claim 60, AAPA and STD-101 disclose claim 56, STD-101 also 
discloses a command for wireless modem to perform a function stored internally to the 
wireless modem (pages 1-10). AAPA and STD-101 are analogous art because they are 
from the same field of endeavor of wireless modem. At the time of the invention, it 
would have been obvious to a person of ordinary skill in the art to incorporate in the 
SMS messages disclosed by AAPA the management information disclosed by STD- 
101 . The suggestion/motivation for doing so would have been to control the wireless 
modem remotely using a wireless connection. 

Double Patenting 

A rejection based on double patenting of the "same invention" type finds its 
support in the language of 35 U.S.C. 101 which states that "whoever invents or 
discovers any new and useful process ... may obtain a patent therefor ..." (Emphasis 
added). Thus, the term "same invention," in this context, means an invention drawn to 
identical subject matter. See Miller v. Eagle Mfg. Co., 151 U.S. 186 (1894); In re 
Ockert, 245 F.2d 467, 1 14 USPQ 330 (CCPA 1957); and In re Vogel, 422 F.2d 438, 164 
USPQ 619 (CCPA 1970). 

A statutory type (35 U.S.C. 101) double patenting rejection can be overcome by 
canceling or amending the conflicting claims so they are no longer coextensive in 
scope. The filing of a terminal disclaimer cannot overcome a double patenting rejection 
based upon 35 U.S.C. 101. 
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Claims 23-28 and 29 are rejected under 35 U.S.C. 101 as claiming the same 
invention as that of claims 1-6 and 6 respectively of prior U.S. Patent No. US 6697421 
B1 . This is a double patenting rejection. 

The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

Claims 30 and 31 are rejected on the ground of nonstatutory obviousness-type 
double patenting as being unpatentable over claim 1 of U.S. Patent No. US 6697421 
B1 . Although the conflicting claims are not identical, they are not patentably distinct 
from each other because the new limitations added to the claims: a) a laptop computer 
with a serial cable and b) a receptacle to receive a line coupled to the external device 
are disclosed as prior art in the Applicant Admitted Prior Art (AAPA) in page 2 lines 14- 



22. 
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Claims 32-39 and 40 are rejected on the ground of nonstatutory obviousness- 
type double patenting as being unpatentable over claims 15-22 and 15 respectively of 
U.S. Patent No. US 6697421 B1. Although the conflicting claims are not identical, they 
are not patentably distinct from each other because claims 32-39 and 40 are broader 
that claims 15-22 and 15 of US 6697421 B1. 

Regarding claim 32, claim 15 of US 6697421 B1 discloses receiving a short 
message service message at a wireless modem; examining the short message service 
message for modem management information; processing the short message service 
message at the wireless modem if the short message service message includes the 
modem management information; and passing the short message service message 
through the wireless modem if the short message service message does not include the 
modem management information. 

Regarding claim 33, claim 16 of US 6697421 B1 discloses the method of claim 
32, said examining comprising parsing the short message service message; and testing 
the parsed short message service message for a modem management command 
indicator, the command indicator indicating whether the short message service 
message includes the modem management information. 

Regarding claim 34, claim 17 of US 6697421 B1 discloses the method of claim 
32, wherein said processing the short message service message at the wireless modem 
comprises initializing the wireless modem base upon the modem management 
information contained in the short message service message. 
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Regarding claim 35, claim 18 of US 6697421 B1 discloses the method of claim 
32, wherein said processing the short message service message at the wireless modem 
comprises checking a quality of a wireless signal detected at the wireless modem. 

Regarding claim 36, claim 19 of US 6697421 B1 discloses the method of claim 
32, wherein said processing the short message service message at the wireless modem 
comprises handling a request for a call log history. 

Regarding claim 37, claim 20 of US 6697421 B1 discloses the method of claim 
32, wherein said processing the short message service message at the wireless modem 
comprises selecting a RF Channel for wireless communications on the wireless modem. 

Regarding claim 38, claim 21 of US 6697421 B1 discloses the method of claim 
32, wherein said processing the short message service message at the wireless modem 
comprises authenticating a party sending short message service messages to the 
wireless modem. 

Regarding claim 39, claim 22 of US 6697421 B1 discloses the method of claim 
32, wherein said processing the short message service message at the wireless modem 
comprises initializing communication parameters for event detection and notification. 

Regarding claim 40, claim 15 of US 6697421 B1 discloses the method of claim 
32, wherein said receiving the short message service message at the wireless modem 
comprises receiving the short message service message from a wireless 
communication network. 

Claims 41-48 and 49 are rejected on the ground of nonstatutory obviousness- 
type double patenting as being unpatentable over claims 15-22 and 15 respectively of 
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U.S. Patent No. US 6697421 B1. Although the conflicting claims are not identical, they 
are not patentably distinct from each other because claims 32-39 and 40 are broader 
that claims 15-22 and 15 of US 6697421 B1. 

Regarding claim 41, claim 15 of US 6697421 B1 discloses examine a short 
message service message that is received at a wireless modem for modem 
management information; process the short message service message at the wireless 
modem if the short message service message includes the modem management 
information; and pass the short message service message through the wireless modem 
if the short message service message does not include the modem management 
information. 

Regarding claim 42, claim 16 of US 6697421 B1 discloses the storage medium of 
claim 41, wherein the instructions to examine further comprise instructions to cause the 
processor to: parse the short message service message; and test the parsed short 
message service message for a modem management command indicator, the 
command indicator indicating whether the short message service message includes the 
modem management information 

Regarding claim 43, claim 17 of US 6697421 B1 discloses the storage medium of 
claim 41 , wherein the instructions to process the short message service message at the 
wireless modem further comprise instructions to cause the processor to initialize the 
wireless modem based upon the modem management information contained in the 
short message service message. 
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Regarding claim 44, claim 18 of US 6697421 B1 discloses the storage medium of 
claim 41 , wherein the instructions to process the short message service message at the 
wireless modem further comprise instructions to cause the processor to check a quality 
of a wireless signal detected at the wireless modem. 

Regarding claim 45, claim 19 of US 6697421 B1 discloses the storage medium of 
claim 41 , wherein the instructions to process the short message service message at the 
wireless modem further comprise instructions to cause the processor to handle a 
request for a call log history. 

Regarding claim 46, claim 20 of US 6697421 B1 discloses the storage medium of 
claim 41 , wherein the instructions to process the short message service message at the 
wireless modem further comprise instructions to cause the processor to select a RF 
channel for wireless communications on the wireless modem. 

Regarding claim 47, claim 21 of US 6697421 B1 discloses the storage medium of 
claim 41 , wherein the instructions to process the short message service message at the 
wireless modem further comprise instructions to cause the processor to authenticate a 
party sending short message service messages to the wireless modem. 

Regarding claim 48, claim 22 of US 6697421 B1 discloses the storage medium of 
claim 41 , wherein the instructions to process the short message service messages at 
the wireless modem further comprise instructions to cause the processor to initialize 
communication parameters for event detection and notification. 

Regarding claim 49, claim 15 of US 6697421 B1 discloses the storage medium of 
claim 41 , wherein the instructions to receive the short message service message at the 
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wireless modem further comprise instructions to cause the processor to receive the 
short message service message from a wireless communication network. 

Claims 50-55 are rejected on the ground of nonstatutory obviousness-type 
double patenting as being unpatentable over claims 1-6 of U.S. Patent No. US 6697421 
B1. Although the conflicting claims are not identical, they are not patentably distinct 
from each other because the new limitations added to the claims: a) a laptop computer; 
a serial cable coupled to the laptop computer; and a wireless modem coupled to the 
serial cable are disclosed as prior art in the Applicant admitted Prior Art (AAPA) in page 
2 lines 14-22. 

Claims 56-60 are rejected on the ground of nonstatutory obviousness-type 
double patenting as being unpatentable over claims 15, 15, 15, 2 and 3 respectively of 
U.S. Patent No. US 6697421 B1. Although the conflicting claims are not identical, they 
are not patentably distinct from each other because claims 56-60 are broader that 
claims 15, 15, 15, 2 and 3 of US 6697421 B1. 

Regarding claim 56, claim 15 of US 6697421 B1 discloses a short message 
service message, the short message service message including modem management 
information. 

Regarding claim 57, claim 15 of US 6697421 B1 discloses the data structure of 
claim 56, wherein said device-readable medium comprises an RF signal. 

Regarding claim 58, claim 15 of US 6697421 B1 discloses the data structure of 
claim 56, wherein said device-readable medium comprises a data storage medium. 
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Regarding claim 59, claim 2 of US 6697421 B1 discloses the data structure of 
claim 56, wherein said modem management information comprises wireless modem 
configuration parameters. 

Regarding claim 60, claim 3 of US 6697421 B1 discloses the data structure of 
claim 56, wherein said modem management information comprises a command for 
wireless modem to perform a function, stored internally to the wireless modem. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure: 

a) ITU-V-250-S "Supplement to ITU-T Recommendation V.250 " ITU-T, 
September, 1998, pages 1-14. Recommendation V.250 codifies the most common 
commands used by DTE to control DCE with asynchronous DTE DCE connections. 
Recommendation V.250 also codifies the syntax to be used by standards committees 
for extending this command set in various ways. There are now many standards based 
on this command set using the extended syntax, and more are in development. This 
supplement is a reference document that collects and summarizes information from this 
work. This supplement has two purposes: Facilitate cooperation between standards 
bodies; and Inform developers of communications equipment or software. This 
supplement contains two sections: references; and tables of commands from various 
sources, sorted by function; and 

b) Eggleston (US 5764899 A) discloses systems configured to support one or 
more user devices such as wireless subscriber units communicating with host processor 
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via an infrastructure including base station and intermediate system coupled to a data 
network (see figures 1 and 2). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Juan A. Torres whose telephone number is 571-272- 
31 19. The examiner can normally be reached on 8-6 M-F. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mohammad Ghayour can be reached on 571-272-3021. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public. PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Juan Alberto Torres 
07-05-2007 




